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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
04/25/2008 has been entered. Applicants amendments to the claims filed 04/25/2008 
have been entered. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S. C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 36 recites the limitation "wherein at least about 25% of the surface 
hydroxyl groups" in line 3 of page 5. There is insufficient antecedent basis for this 
limitation in the claim. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
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only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 7,9-13,15-16,36,38,41-44,46-47,51-52 and 53 are rejected under 35 
U.S.C. 102(e) as being anticipated by Porter etal. (US 2004/0156781 A1), cited 
previously. 

Porter teaches polymer-embolizing compositions for filling cavities of the body 
and kits comprising such compositions. See abstract. The composition comprises a 
polymer (preferably EVOH), contrast agent (including tantalum), rheological modifier 
(preferably fumed-silica) and solvent (preferably DMSO). See [0062], [0067], [0074], 
[0079], [0091], [0096] and claims 1-7,10-19. The amount of rheological modifier was 
sufficient to permit the composition to exhibit thixotropic behavior, permitting the 
compositions to exhibit high viscosities under static conditions while maintaining 
excellent flow properties under stress. See [0003]. Regarding the limitation that the 
embolic composition is sterilized, it is inherent that since the compositions of Porter are 
administrate by catheter into the body they would be sterile. The examiner did not give 
patentable weight to the recitation that the composition was sterilized by irradiation, 
since the composition is the same the product to produce it including its sterilization 
process does not lead to a patentable difference between applicants claimed invention 
and the prior art. "[E]ven though product-by-process claims are limited by and defined 
by the process, determination of patentability is based on the product itself. The 
patentability of a product does not depend on its method of production. If the product in 
the product-by-process claim is the same as or obvious from a product of the prior art, 
the claim is unpatentable even though the prior product was made by a different 
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process." In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). 
Regarding claims 7,9-13,36,38,41-44,46-47 and 53 since the claimed composition is not 
patentably distinct from the Porter patent and the compositions as currently claimed are 
the same they will have the same shelf life characteristics such as viscosity change over 
a period of time, the compositions will have the same viscosity and the same shear rate. 
Regarding claim 36, Porter claims the use of caroxymethylcellulose and 
methylcellulose, it is inherent that since each saccharide unit must contain at least one 
methyl or carboxymethyl group formed from reaction with an open hydroxyl group that 
at least 33% of the cellulose's OH groups have been converted to non hydroxyl groups 
since there is only three open hydroxyl groups on each saccharide monomer (1/3 = 
33%). 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

Claims 7,9-13,15-16,36,38-44,46-47,51-54 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Porter et al. (US 2004/0156781 A1) in view of Reagan (US 
5,472,493). 

Porter is disclosed above. Porter does not disclose the use a rheological modifier 
that contains greater than 33% of surface hydroxyl groups that are converted to non- 
hydroxyl groups as required within claims 39 and 40. Porter also does not disclose the 
use of fumed silica wherein at least 25% of the surface hydroxyl groups have been 
converted to non-hydroxyl groups as required within claim 54. 

Reagon is used only for the disclosure within the background information of the 
reference that treated fumed silica such as CAB-O-SIL TS-720 was already well known 
to be used as an agent to improve rheology. See col 1 lin 12-42. CAB-O-SIL TS-720 
was described by applicants specification [0251] as a commercially available silica 
which has been surface treated to provide for essentially no surface silanol groups. The 
advantageous of using the treated fumed silica as described within Reagan is that it 
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exhibited improved flow control and storage stability for a composition. One of ordinary 
skill in the art would have a high expectation of success in adding/substituting CAB-O- 
SIL TS-720 for the rheological compounds of Porter since both compounds are fumed 
silicas that are added to compositions to improve rheology, thus the compounds are 
similar structurally and they are usefull in the same field of endeavor. One of ordinary 
skill in the art would have been motivated to combine/substitute the CAB-O-SIL TS-720 
for the fumed silica of Porter since the treated silica had several disclosed 
advantageous such as improved flow control and storage stability that would obviously 
be beneficial for a composition such as an embolic composition that would be stored for 
an indefinite period of time before use. Thus applicants claimed invention would have 
bee prima fascia obvious in view of the combined prior art references above. 

Conclusion 

No claims are allowed. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to James W. Rogers, Ph.D. 
whose telephone number is (571 ) 272-7838. The examiner can normally be reached on 
9:30-6:00, M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mike Hartley can be reached on (571) 272-0616. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 



Application/Control Number: 10/789,944 Page 7 

Art Unit: 1618 

Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
/Michael G. Hartley/ 

Supervisory Patent Examiner, Art Unit 1618 



